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DETAILED ACTION 



Election/Restrictions 

1 . This application contains claims directed to the following patentably distinct 
species of the claimed invention: 

a. Species I, as disclosed in Figures 1-9, drawn to claims 1-23. 

b. Species II, as disclosed in Figures 10-12H, drawn to claims 24-28. 
Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 

prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, no claims are generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
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showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. 103(a) of the other invention. 

2. During a telephone conversation with Mr. Philip Girard on 7 February 2006, a 
provisional election was made without traverse to prosecute the invention of Species I, 
claims 1-23. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 24-28 are withdrawn from further consideration by the examiner, 
37 CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Objections 

3. Claim 1 is objected to because of the following informalities: 

c. In line 6, "the" should be changed to "that". 

d. In line 15, "for" should be changed to "from". 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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5. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Pierson et aL 
(U.S. Patent 6,010,157). 

6. Regarding claim 1, Pierson et al. discloses a book binding apparatus 10 for 
binding a stack of sheets 12, said apparatus comprising: a first cover element 20 
including a first cover section 18 having dimensions that generally correspond to 
dimensions of the sheets; a first section 48a of pressure sensitive adhesive disposed 
along a first edge of the first cover section; a first release liner 50a disposed over the 
first section 48a of pressure sensitive adhesive; a flap member 44 attached to the first 
cover section 18 and movable between a closed position where the flap member 44 is 
disposed over at least a portion of said first release liner 50a and an open position 
where the flap member is positioned away from said first release liner 50a; a second 
section 48b of pressure sensitive adhesive disposed on a surface of said flap member 
44 facing said first release liner 50a; and a second release liner 50b disposed over said 
second section 48b of pressure sensitive adhesive. 

7. Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by Schaefer 
(U.S. Patent 5,605,425). 

8. Regarding claim 1 , Schaefer discloses a book binding apparatus 1 0 for binding a 
stack of sheets 30, said apparatus comprising: a first cover element 1 1 including a first 
cover section 1 1 having dimensions that generally correspond to dimensions of the 
sheets; a first section 20 (portion against 1 1) of pressure sensitive adhesive disposed 
along a first edge of the first cover section; a first release liner (not shown, see column 
2, lines 32-34) disposed over the first section 20 of pressure sensitive adhesive; a flap 
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member 20 attached to the first cover section 1 1 and movable between a closed 
position where the flap member 20 is disposed over at least a portion of said first 
release liner and an open position where the flap member is positioned away from said 
first release liner; a second section 20 (portion against 30) of pressure sensitive 
adhesive disposed on a surface of said flap member 20 facing said first release liner; 
and a second release liner disposed over said second section 20 of pressure sensitive 
adhesive. 

9. Regarding claim 2, Schaefer discloses a second cover element 12 comprising a 
second cover section 12 having dimensions that generally correspond to dimensions of 
the sheets; and an elongated spine element 15 having a longitudinal first edge attached 
to an edge of the second cover section 12 and a longitudinal second edge to be 
secured by the first section 20 of pressure sensitive adhesive of the first cover section 
11 (see figure 1, second edge of 15 at bottom of V of 20), with the spine element 15 
including a substrate 15 and an adhesive matrix of heat activated adhesive disposed on 
the substrate 15 (not shown, see column 2, line 27). 

10. Claims 4-5, 12, and 15-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by DuCorday (U.S. Patent 4,800,110). 

1 1 . Regarding claim 4, DuCorday discloses a method of binding a stack of sheets 
comprising; providing a first cover element 12 which includes a first cover section 12 
and an elongated spine element 14 having a first longitudinal edge attached to an edge 
of the first cover section 12, with the spine element 14 including a temperature activated 
adhesive matrix 26; providing a second cover element 60 which includes a second 
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cover section 60; positioning the stack of sheets intermediate the first and second cover 
sections; folding the binder element around an edge of the stack of sheets so that the 
adhesive matrix 26 is facing an edge of the stack of sheets; subsequent to the folding, 
securing the spine element to the second cover section (using adhesive 54); and 
subsequent to said securing, applying heat to the spine element so that molten heat 
activated adhesive 26 contacts the edge of the stack. 

12. Regarding claim 5, DuCorday discloses wherein the securing is carried out using 
pressure sensitive adhesive 54. 

13. Regarding claim 12, DuCorday discloses that the elongated spine element 14 
includes a segment of pressure activated adhesive 54 disposed along a second 
longitudinal edge of the spine element covered by a release liner 56 and wherein the 
method further includes removing the release liner and the securing includes pressing 
the spine element against the second cover section 60. 

14. Regarding claim 15, DuCorday discloses a book binding apparatus for binding a 
stack of sheets, said apparatus comprising: a first cover element 1 12/160 including a 
folded sheet, with half the folded sheet forming a first cover section 112 having 
dimensions that generally correspond to dimensions of the sheets of the stack of 
sheets; and an elongated spine element 116 having a longitudinal first edge attached to 
the first cover section adjacent a fold in the folded sheet, with the spine element 
including a substrate and an adhesive matrix 126 of heat activated adhesive disposed 
on the substrate. 
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15. Regarding claim 16, DuCorday discloses wherein the adhesive matrix 126 
defines a multiplicity of spaced apart longitudinal grooves that facilitate folding of the 
spine element. 

16. Regarding claim 17, DuCorday discloses wherein the elongated spine element 
116 further includes a pressure sensitive adhesive 152 disposed along a longitudinal 
second edge of the spine element and a release liner (not labeled, see figure 5) 
disposed over the pressure sensitive adhesive. 

17. Regarding claim 18, DuCorday discloses a book binding apparatus 10 for binding 
a stack of sheets, said apparatus comprising: a cover section 12 having dimensions that 
generally correspond to dimensions of the sheets; an elongated spine element 16 
having a longitudinal first edge attached to a first edge of the first cover section, with the 
spine element including a substrate and an adhesive matrix 26 of heat activated 
adhesive disposed on the substrate; and a securing element 14 attached to a second 
edge of the elongated spine element, opposite the first edge of the elongated spine 
element, said securing element including a layer of pressure sensitive adhesive 54 and 
a release liner 56 disposed over the layer of pressure sensitive adhesive. 

18. Regarding claim 19, DuCorday discloses a method of binding a stack of sheets 
comprising; providing a first cover element 10 that includes a cover section 12 having 
dimensions that generally correspond to dimensions of the sheets and an elongated 
spine element 16 having a longitudinal first edge attached to a first edge of the cover 
section, with the spine element including a substrate and an adhesive matrix 26 of heat 
activated adhesive disposed on the substrate; positioning the first cover element and 
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the stack of sheets such that the cover section is disposed adjacent a first side of the 
stack of sheets; folding the spine element around an edge of the stack of sheets so that 
the adhesive matrix 26 is facing the edge of the stack; subsequent to the folding, 
securing a second longitudinal edge of the spine element 16 (using adhesive 52), 
opposite the first longitudinal edge; and subsequent to the folding, applying heat to the 
spine element so that molten heat activated adhesive 26 contacts the edge of the stack. 

19. Regarding claim 20, DuCorday discloses wherein the securing is carried out 
using a pressure sensitive adhesive 52. 

20. Regarding claim 21, DuCorday discloses wherein the pressure sensitive 
adhesive 52 is disposed on the first cover element 10. 

21 . Regarding claim 22, DuCorday discloses providing a second cover element 60 
which includes a second cover section 60; prior to the folding, positioning the second 
cover element relative to the stack of sheets so that the second cover element is 
disposed opposite a second side of the stack of sheets; and wherein the securing 
causes that second longitudinal edge of the spine element 16 to be secured to the 
second cover element 60. 

Claim Rejections - 35 USC § 103 

22. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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23. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pierson et 
al. in view of DuCorday. 

24. Regarding claim 2, Pierson et al. discloses a second cover element 16 
comprising a second cover section 16 having dimensions that generally correspond to 
dimensions of the sheets; and an elongated spine element 22 having a longitudinal first 
edge 46 attached to an edge 56 of the second cover section 16 and a longitudinal 
second edge 40 to be secured by the first section 48a of pressure sensitive adhesive of 
the first cover section 18, with the spine element 22 including a substrate 46 and an 
adhesive matrix 48c disposed on the substrate 46. Pierson et al. does not disclose said 
adhesive matrix is made of heat activated adhesive. 

25. DuCorday teaches the use of an adhesive matrix 26 disposed on the spine 10 for 
the purpose of providing a strong adhesive bond. Therefore it would have been obvious 
to one having ordinary skill in the art at the time the invention was made to have 
combined the binding apparatus of Pierson et al. with the adhesive of DuCorday in 
order to have a binder with stronger adhesion to the sheets to be bound. 

26. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Schaefer 
in view of DuCorday (U.S. Patent 4,800,110). 

27. Regarding claim 3, Schaefer discloses the invention substantially as claimed, 
except Pierson et al. does not disclose wherein the adhesive matrix defines a 
multiplicity of spaced apart longitudinal grooves that facilitate folding of the spine 
element. 
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28. DuCorday teaches the use of spaced apart longitudinal grooves 34/36 on an 
adhesive matrix 26 for the purpose of facilitating folding of the spine. Therefore it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to have combined the binding apparatus of Schaefer with the grooves of 
DuCorday in order to have a spine that is more easily shaped. 

29. Claims 6 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DuCorday in view of Ong (U.S. Patent 5,727,816). 

30. Regarding claims 6 and 23, DuCorday discloses the invention substantially as 
claimed, except DuCorday does not disclose wherein the second cover element 
includes a first segment of pressure activated adhesive covered by a first release liner 
and wherein the method further includes removing the first release liner and the 
securing includes pressing spine element against the first segment of pressure 
activated adhesive. 

31 . Ong teaches the use of a second cover element 94 that includes a first segment 
1 1 2 of pressure activated adhesive covered by a first release liner 116 used for the 
purpose of holding the spine of the sheet of papers 12 in place. Therefore it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to have combined the binding apparatus of DuCorday with the second cover element of 
Ong in order to have a spine that is held more firmly. 

32. Claims 7-11 and 13-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over DuCorday in view of Ong and further in view of Schaefer. 
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33. Regarding claim 7, the modified invention of DuCorday discloses the invention 
substantially as claimed, except the modified invention of DuCorday does not disclose 
wherein the second cover element includes a flap member attached to the second cover 
section movable between an open and a closed position and, subsequent to the 
pressing, moving the flap member to the closed position so as to cover at least a portion 
of the spine element. 

34. Schaefer teaches the use of a second cover element 12 including a flap element 
21 with a covering of pressure sensitive adhesive and a release liner removed prior to 
attachment (see column 2, lines 32-34), movable between an open and closed position, 
and, subsequent to pressing to the sheets 30, moving the flap member to the closed 
position (see figure 2D) so as to cover at least a portion of the spine element 15 
(partially covers from the inside at the tip of the V), all for the purpose of providing a 
protective flap on the bound sheets. Therefore it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have combined the 
binding apparatus of DuCorday with the second cover element of Schaefer in order to 
more firmly hold the sheets in the binder. 

35. Regarding claims 8 and 9, the modified invention of DuCorday discloses the 
invention substantially as claimed. 

36. Regarding claims 10-11 and 13-14, the modified invention of DuCorday discloses 
subsequent to the applying heat, permitting the molten heat activated adhesive to cool 
so as to produce a bound stack. The modified invention of DuCorday does not disclose 
subsequently providing a hardcover assembly including first and second relatively rigid 
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hardcover sections separated by a spine segment, with the first hardcover section 
including a first pressure sensitive adhesive layer; exposing only a first portion of the 
first pressure sensitive adhesive layer; positioning the bound stack and the first 
hardcover section so that the bound stack comes in contact with the exposed first 
portion of the first pressure sensitive adhesive layer; exposing a second portion of the 
first pressure sensitive adhesive layer; and bringing the bound stack and the second 
portion of the first pressure sensitive adhesive layer into contact with one another; and 
wherein the second hardcover section of the hardcover assembly further includes a 
second pressure sensitive adhesive layer and wherein the method further includes: 
exposing only a first portion of the second pressure sensitive adhesive layer; positioning 
the bound stack and the second hardcover section so that the bound stack comes in 
contact with the exposed first portion of the second pressure sensitive adhesive layer; 
exposing a second portion of the second pressure sensitive adhesive layer; and 
bringing the bound stack and the second portion of the second pressure sensitive 
adhesive layer into contact with one another. 

37. Ong teaches providing a hardcover assembly 90 including first 94 and second 92 
relatively rigid hardcover sections separated by a spine segment 24, with the first 
hardcover section 94 including a first pressure sensitive adhesive layer 114/112; 
exposing only a first portion 1 14 of the first pressure sensitive adhesive layer; 
positioning the bound stack 12 and the first hardcover section 94 so that the bound 
stack comes in contact with the exposed first portion 1 14 of the first pressure sensitive 
adhesive layer; exposing a second portion 112 of the first pressure sensitive adhesive 
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layer; and bringing the bound stack 12 and the second portion 112 of the first pressure 
sensitive adhesive layer into contact with one another. Ong further teaches wherein the 
second hardcover section 92 of the hardcover assembly further includes a second 
pressure sensitive adhesive layer 102/104 and wherein the method further includes: 
exposing only a first portion 102 of the second pressure sensitive adhesive layer; 
positioning the bound stack 12 and the second hardcover section 92 so that the bound 
stack comes in contact with the exposed first portion 102 of the second pressure 
sensitive adhesive layer; exposing a second portion 104 of the second pressure 
sensitive adhesive layer; and bringing the bound stack 12 and the second portion 104 of 
the second pressure sensitive adhesive layer into contact with one another, all for the 
purpose of providing a relatively rigid hardcover to the bound stack 12. Therefore it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to have combined the binding apparatus of DuCorday with the hardcover 
element of Ong in order to have a book that has a more protective cover. 

Conclusion 

38. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric A. Gates whose telephone number is 571-272- 
5498. The examiner can normally be reached on Monday-Thursday 7:45-6:15. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley can be reached on 571-272-4502. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





EAG 

8 February 2006 
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